The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134

fromthe final rejection of clains 1-20. W reverse.

BACKGROUND

The invention at issue in this appeal is used to track a
nmovabl e obj ect, such as a bag of registered noney or mail.

More specifically, the invention is a |lightweight, nobile
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transponder. Conponents of the transponder include an
antenna, a paging receiver, a transmtter, and a power supply.
Using a

conventional paging network to control the transponder ensures
good coverage and saves the cost of building and operating a
new comuni cati ons network. Control data sent to the
transponder define the frequency, power, and sequences of the

transmtter.

Claim 1, which is representative for our purposes,
fol |l ows:

1. A transponder system (B) for localization
of an object being provided with a transponder for
this system conprising antenna device and a pagi ng
receiver (1) having an unique call, further
conpri sing

a built-in marker transmtter (10) having a
standby node, and a wor ki ng enabl i ng node during
whi ch said marker transmtter (10) is working on a
fixed frequency different fromthe frequency of the
pagi ng receiver (1),

a unit (2) for decoding of an authorization code
and a control information obtained via the pagi ng
receiver (1),

an electronic logic unit (3) for processing of
control information obtained fromthe decoder (2),

a power supply (11) to permt the transponder
system (B) and its marker transmtter (10) to
operate during a certain minimumtinme period during
t he enabl i ng node, and
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that operation of the marker transmtter (10)
during the enabling node is controlled by the logic
unit (3) based on renotely transmtted control
i nformati on obtained fromthe paging receiver (1)
via the unit (2) for decoding.

The references relied on in rejecting the clainms foll ow

Rackl ey 4,742, 357 May 3, 1988

Borras 5,128, 938 Jul . 7, 1992
(filing Mar. 6,

1991)

Whl et al. (Whl) 5,247,700 Sep. 21, 1993
(filing Nov. 16,

1990)

Hat ano et al. (Hatano) 5, 355, 511 Cct. 11, 1994
(filing Aug. 7,

1991) .

Clains 1-13, 15, and 17-20 stand rejected under 35 U. S. C
8§ 103(a) as obvious over Rackley in view of Whl and Borras.
Clains 6, 14, and 16 stand rejected under 35 U. S.C. § 103(a)
as obvious over Rackley in view of Whl and Borras further in
view of Hatano. Rather than repeat the argunents of the
appel lants or examner in toto, we refer the reader to the

brief and answer for the respective details thereof.
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OPI NI ON
In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejections advanced by
the exam ner. Furthernore, we duly considered the argunents
and evidence of the appellants and exam ner. After
considering the totality of the record, we are persuaded that
the examner erred in rejecting clainms 1-20. Accordingly, we

reverse.

We begin by noting the following principles fromln re

Rijckaert, 9 F.3d 1531, 1532, 28 USPQRd 1955, 1956 (Fed. Gir
1993) .

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a

prima facie case of obvi ousness. In re Cetiker, 977
F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992).... "A prima facie case of obviousness is

est abl i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
If the examiner fails to establish a prim facie
case, the rejection is inproper and wll be
overturned. 1n re Fine, 837 F.2d 1071, 1074, 5
UsP@d 1596, 1598 (Fed. Cir. 1988).
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Wth these in mnd, we consider the appellants’ argunment and

the exam ner’s reply.

The appel | ants argue, “none of the references describe or
suggest enabling a marker transmtter based upon control
i nformati on obtained froma paging receiver.” The exam ner
replies, "Whl discloses a transponder (a cellular tel ephone
wi th pager) system conprising a pagi ng network which
communi cates a transponder with a paging frequency, and the
transponder transmts a frequency different fromthe paging
network's frequency (col. 1, lines 24-45).” (Examner’s
Answer at 5.)

““[T] he main purpose of the exam nation, to which every
application is subjected, is to try to nmake sure that what

each claimdefines is patentable. [T]he nane of the gane is

the claim....”” Inre Hniker Co., 150 F.3d 1362, 1369,

47 USPQ2d 1523, 1529 (Fed. Cir. 1998) (quoting Gles S. Rich

The Extent of the Protection and Interpretation of Cdains --

Anerican Perspectives, 21 Int'l Rev. Indus. Prop. & Copyright
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L. 497, 499, 501 (1990)). Here, clainms 1-20 each specify in
pertinent part the following [imtations:
operation of the marker transmtter (10) during

the enabling node is controlled by the logic unit

(3) based on renptely transmtted control

i nformati on obtained fromthe paging receiver (1)

via the unit (2) for decoding.
In short, the clainms each recite using a paging receiver to

receive transmtter controlling data.

The exam ner fails to show a teaching or suggestion of
the clained imtation. “Cbviousness may not be established
using hindsight or in view of the teachings or suggestions of

the inventor.” Para-Ordnance Mg. v. SGS Inporters Int'l, 73

F.3d 1085, 1087, 37 UsSP2d 1237, 1239 (Fed. CGr. 1995), cert.

deni ed, 519 U S. 822 (1996) (citing WL. Gore & Assocs., lnc.

v. Garlock, Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ 303,

311, 312-13 (Fed. Cir. 1983)). “The nere fact that the prior
art may be nodified in the manner suggested by the Exam ner
does not meke the nodification obvious unless the prior art

suggested the desirability of the nodification.” In re

Fritch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1784 (Fed. Grr

1992) (citing In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125,
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1127 (Fed. Cir. 1984)). “It is inpermssible to use the
clainmed invention as an instruction nmanual or ‘tenplate to
pi ece together the teachings of the prior art so that the
clainmed invention is rendered obvious.” [d. at 1266, 23

USPQ2d at 1784, (citing In re Gorman, 933 F.2d 982, 987, 18

USPQRd 1885, 1888 (Fed. Cir. 1991)).

Here, the exam ner admts, “Rackley does not explicitly
recite ... a paging network comunicates a transponder with a
pagi ng frequency which is different fromthe transponder's
transmtted frequency.” (Examner’'s Answer at 5.) This is an
understatenent. The reference does not disclose using a
pagi ng receiver for any purpose, let alone for receiving

transmtter controlling data. Rackley nerely nmentions, “a
recei ver 12 responsive to the nessage sent by base station 30

.7 Col. 6, Il. 48-50.1

Al t hough the reference teaches receiving a transmtter
controlling nmessage, col. 3, |Il. 58-63, the nessage is not
recei ved by a pagi ng receiver.
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For its part, Whl teaches a paging receiver 18. Col. 3,
|. 2. The paging receiver, however, is not used to receive
controlling data of any sort, let alone transmtter
controlling data. To the contrary, the paging receiver 18
nmerely receives a “paging signal ....” Col. 2, I. 13. The
paging signal is a “tel ephone nunber,” col. 1, |. 34, rather
than control ling data.

The exam ner fails to allege, |et alone show, that Borras
or Hatano renedi es the defects of Rackley and Whl. Because
the references do not teach using a paging receiver to receive
controlling information of any sort, we are not persuaded that
teachings fromthe prior art woul d appear to have suggested
the clained limtation of using a paging receiver to receive
transmtter controlling data. The exam ner has inpermssibly
relied on the appellants’ teachi ngs or suggestions; he has not

established a prima facie case of obviousness. Therefore, we

reverse the rejections of clains 1-20 under 35 U.S.C. §

103(a) .
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CONCLUSI ON

To sunmari ze, the rejection of clains 1-20 under 35

U S.C § 103(a) is reversed.

REVERSED

JAVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

KENNETH W HAI RSTON APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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